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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


Services to Members 


RESERVOIR OF TRADE-MARK INFORMATION 


During its sixty-two years of existence the Association has been accumulating comprehensive 
records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Special Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where trade-mark owners are confronted by state, federal or foreign trade-mark 
laws, rules and regulations of administrative bodies or proposed laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
involved so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 


constructive. 
SPECIAL SERVICES 


In addition to the foregoing general services the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 

SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Assoc‘ation’s services of exceptional value to members. 
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FOREWORD 
By Eberhard Faber 


Since the date of its organization in 1878 the United States Trade-Mark Associa- 
tion has considered it as one of its primary functions to gather and report information 
on all legal and economic aspects of trade-mark protection and unfair trading. 

To achieve this object, the Association has not only built up one of the most 
complete libraries of its kind in the world, but has also published two monthly 
periodicals, the Bulletin of the United States Trade-Mark Association since the year 
1905, and The Trade-Mark Reporter since 1911. Both these publications have 
gained considerable prestige and recognition among trade-mark owners, the legal 
profession and the courts. Indeed, the United States Supreme Court, in its most 
recent trade-mark decision of December 9, 1940, refers to the Bulletin of the Associa- 
tion at several places. 

A reappraisal of all the existing literature and periodicals in this field, as well 
as a recognition of an ever-increasing desire on the part of trade-mark owners gen- 
erally to have available in one monthly periodical all the material, legal and economic, 
domestic and foreign, which was hitherto published in our two publications, have 
led the Board of Directors to the conclusion that a merger of the Bulletin and the 
Reporter into a single publication would fill a need for one comprehensive, authorita- 
tive periodical in this field. Where similar attempts have been made before, they 
were not limited to the field of trade-mark law and unfair competition. 

The new Trade-Mark Reporter will devote all available space to current problems 
and court decisions relating to trade-mark protection and unfair trading. To this end 
readers will observe that the Reporter has been divided into two parts—the first 
part devoted to articles and editorial notes and comments on current developments 
in the trade-mark field, here and abroad; the second part devoted to the textual 
publication of all important trade-mark decisions, judicial as well as administrative, 
in substantially the same form in which such material has been published for the 
past thirty years in the Reporter. Part II will be arranged in such a way that those 
desiring to do so may at the end of each year have the material removed and bound 
in separate volumes for their libraries, as in the past. 

It is the belief of the Board of Directors that the new Reporter will not only be 
a complete substitute for both our former publications, but that it may serve, in addi- 
tion, as a messenger of good-will between this country and the other American 
Republics. Mutual protection of trade-marks between these republics is one of the 
fundamental principles which must be observed if closer cooperation, both in the 
legal and economic fields, between all countries of this hemisphere is to be attained. 

With that aim in view, much emphasis will be placed in the new publication upon 
inter-American law and practice and a representative group of foreign collaborators 
have accepted our invitation to contribute regularly to the new Reporter. Collabo- 
rators in other countries of the world may thus come into active contact with the 
group of distinguished American writers and lawyers who have agreed to become 
contributing editors of the new publication. To achieve such closer relationship 
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and cooperation among the various American Republics and other countries of the 
world has always been—and particularly is today—one of the foremost aims for 
which the United States Trade-Mark Association was founded over sixty years ago. 

May I take this opportunity to thank our contributing editors and foreign col- 
laborators for their promised aid in supporting the new Trade-Mark Reporter, and 
to express the hope that they will steadfastly cooperate with the office staff to make 
the publication a leader in its chosen field and a valuable medium for the dissemination 
of important trade-mark information, both from the United States and from each 
country represented on its editorial board. 

EBERHARD FABER, President, 
United States Trade-Mark Association. 
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INTERNATIONAL CONVENTIONS 


PART I 


THE SELF-EXECUTING CHARACTER OF INTERNATIONAL 
CONVENTIONS ON INDUSTRIAL PROPERTY AND 
THEIR EFFECTS ON SUBSTANTIVE RIGHTS 


By Stephen P. Ladas 


I 


In the January, 1935, issue of the Bulletin,’ there was published a report sub- 
mitted to the Commissioner of Patents by a committee appointed by the American 
Group of the International Association for the Protection of Industrial Property 
on the question whether the International Convention for the Protection of Indus- 
trial Property was self-executing in the United States. The report was prepared 
and submitted in view of the practice of the Patent Office to refuse to apply pro- 
visions of this Convention whenever they contravened provisions of United States 
legislation. The conclusion of the report was that this Convention is self-executing 
in the United States insofar as, and to the extent that, its provisions contain a com- 
plete rule of law and are in themselves such that they may be given immediate effect 
by the courts and the Patent Office. 

In a more recent article in the Bulletin,’ it was maintained that the Convention 
purported to grant to the persons entitled to its benefits substantive rights in trade- 
marks ; that the Convention could not be construed as giving to foreign registrants 
an empty shell of a certificate of registration for their trade-marks ; and that when- 
ever legislation in the United States was not in harmony with the stipulations of 
the Convention, it should be deemed as superseded by the latter. 

These views® have now been fully confirmed by the decision of the Supreme 
Court in Bacardi Corporation v. Domenech, Treasurer, and Destileria Serralles, Inc. 
(see post p. 1, Part II), rendered on December 9, 1940. The opinion of Chief Justice 
Hughes in this case, representing the views of the unanimous court, has put life 
into conventions relating to industrial property. The Supreme Court thus holds 
that the conventions in question are self-executing and create substantive rights. It 
may be of interest to analyze this decision for the readers of the Bulletin. 

The Convention involved in this case is the General Inter-American Convention 
for Trade-Mark and Commercial Protection signed at Washington on February 20, 
1929, and ratified by the United States on February 11, 1931, and proclaimed 
February 27, 1931.4 It has also been ratified by Cuba, Colombia, Guatemala, Haiti, 


1. Are Conventions Relating to Industrial Property Self-executing? by Edward S. Rogers 
and Stephen P. Ladas. 

2. Protection of Foreign Trade-Marks Registered Under the Convention in the United 
States Patent Office as Against Claimants Under the Common Law, by Stephen P. Ladas, 
Bulletin, 1939, p. 305. 

3. For a fuller discussion of this matter see Ladas, The International Protection of Industrial 
Property, Harvard University Press, 1930, Chap. VII, especially pp. 152 ff. 

4. 46 Stat. 2907. 
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Honduras, Nicaragua, Panama and Peru. The facts of the case, so far as pertinent 
to the Convention, are as follows: 


II 


The legislature of Puerto Rico passed in 1936 the “Alcoholic Beverage Law” 
which prohibited the holder of a permit from manufacturing any distilled spirits 
which were locally or nationally known under a brand, trade-mark or trade-name 
previously used on similar products manufactured in a foreign country or in any 
other place outside Puerto Rico, unless such a brand, mark or name were used 
on spirits manufactured in Puerto Rico on February 1, 1936. The only concern 
affected by this provision was the petitioner, Bacardi Corporation of America, and 
the trade-marks affected were those of the Cuban corporation, Compania Ron 
Bacardi, S. A., which had an agreement with the petitioner for the manufacture 
of “Bacardi” rum in Puerto Rico. The Cuban trade-mark owner had used its 
trade-marks in the past in the United States and Puerto Rico and had registered 
its trade-marks in both countries. The trade-marks in question had not been 
used on spirits manufactured in Puerto Rico prior to the above date of Febru- 
ary 1, 1936. If this legislation of Puerto Rico were upheld, it would mean that 
the registrations by the Cuban company in the United States Patent Office and 
Puerto Rico would be ineffective in the sense that the right of user would be denied 
in Puerto Rico. 

While the attack on the legislation in question proceeded upon several grounds, 
the Supreme Court deemed it sufficient for the purposes of its decision that the 
particular legislation violated the General Inter-American Convention for Trade- 
Mark and Commercial Protection of 1929. This Convention, as is well known, is 
the culmination of the efforts of many years to secure the cooperation of the Ameri- 
can Republics in uniform protection of trade-marks and trade-names, and suppression 
of unfair competition. Its provisions constitute common legislation for the American 


Republics in this field. Specifically, with regard to trade-marks, the Convention 
contains: 


Art. 3—proclaiming the general principle that every trade-mark duly registered or 
legally protected in one of the contracting countries shall be admitted to registration 
“and legally protected” in other countries upon compliance “with the formal provisions” of 
the domestic law of such countries. 

Art. 3, par. 2, and Art. 4—specifying the reasons for which the registration of trade- 
mark may be refused or cancelled. 

Art. 5—extending the same protection to labels, industrial designs, slogans, prints or 
advertisements. 

Art. 6—providing for the registration and protection of association trade-marks. 

Art. 7 and 8—permitting opposition against applications for infringing marks and can- 
cellation of infringing registrations and specifying the grounds therefor. 

Art. 9—providing the conditions for declaring a mark abandoned on the ground of 
non-user. 

Art. 10—concerning the term of registration and the independence of each local regis- 
tration from that in the home country or in another contracting country. 

Art. 1l—enabling the independent transfer of the use and exploitation of trade-marks 
for each country. 


Art. 12—permitting the recovery of trade-marks registered by local agents of trade- 
mark owners. 


Art. 13—concerning the variation of trade-marks in use, and marking requirements. 
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INTERNATIONAL CONVENTIONS 


III 


The Supreme Court in the Bacardi case proclaims two principles: (1) That 
the Convention on ratification became a part of our law and that no special legislation 
was necessary to make it effective; and (2) that the Convention is to be construed 
liberally to give effect to the purpose which animates it. The second principle 
has been expressed in the following rules controlling the interpretation of treaties 
by Mr. Justice Stone in Nielsen v. Johnson:° 


(1) The narrow and restricted interpretation of the treaty while permissible and often 
necessary in construing two statutes of the same legislative body in order to give effect to 
both, so far as it is reasonably possible, is not consonant with the principles which are 
controlling in the interpretation of treaties. Treaties are to be liberally construed as to 
effect the apparent intention of the parties. 

(2) when a treaty provision fairly admits of two constructions, one restricting, the 
other enlarging rights which may be declared under it, the more liberal interpretation is to 
be preferred. 

(3) And as the treaty-making power is independent of and superior to the legislative 
power of the States, the meaning of treaty provisions so construed is not restricted by any 
necessity of avoiding possible conflict with State legislation, and, when so ascertained, must 
prevail over inconsistent State enactments. 

(4) When their meaning is uncertain, recourse may be had to the negotiations and 
diplomatic correspondence with the contracting parties relating to the subject matter and 
to their own practical construction of it. 


The first principle has been well established by a series of decisions of the 
Supreme Court going back to 1801.° The distinction between treaties that are self- 
executing and those that are not was first laid down by Chief Justice Marshall in 
1829" in the following terms: 


Our Constitution declares a treaty to be the law of the land. It is, consequently, to be 
regarded in Courts of Justice as equivalent to an act of the legislature, whenever it operates 
of itself, without the aid of any legislative provision. But when either of the parties engages 
to perform a particular act, the treaty addresses itself to the political, not to the judicial 
department; and the legislature must execute the contract, before it can become a rule 
for the Court. 


In holding that in the case of the Inter-American Convention in question “no 
special legislation in the United States was necessary to make it effective,” i.e., that 
this was self-executing, Chief Justice Hughes found it capable of operating of itself 
without the aid of any legislative provision. And this is undoubtedly true in view 
of the nature of this Convention as indicated above. The court does not consider 
it even necessary to discuss this aspect of the Convention. 

Its discussion is concerned mainly with the question whether the Convention does 
create substantive rights. And this would seem to follow from the nature of a Con- 
vention “addressed to the judicial department,” in the words of Chief Justice 
Marshall. 


5. (1929) 279 U. S. 47, 49 S. Ct. 223. 
6. United States v. Schooner Peggy, (U.S. 1801) 1 Cranch 103. 
7. Foster and Elam v. Nielson, (1829) 2 Peters 253, 314. 
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The court points out that the clear purpose of the Convention is to protect the 
foreign trade-marks which fall within its purview. It finds two conditions for 
such protection in Art. 3: That the mark shall have been “duly registered or 
legally protected” in one of the contracting countries; and that there has been 
compliance “with the formal provisions” of the domestic law, i.e., the mark is entitled 
to registration and has been duly registered. Upon the existence of these two con- 
ditions for a foreign mark, Article 3 stipulates that the mark “shall be . . . legally 
protected” in the United States. “Protected,” the court holds, means substantive 
protection. Answering the contention that the object of the Convention is to 
prevent piracy, the court says “protection against piracy necessarily presupposes 
the right to use the marks thus protected.” 

Dealing with the further contention that a ratifying country, on due registration 
of a foreign mark, is not bound to protect the owner in the use of that mark pro- 
vided it refuses that protection to its own nationals, the court thinks that this would 
“make a mockery” of the Convention. “When protection is sought for such marks 
a ratifying state cannot escape the obligations of the treaty and deny protection by 
the simple device of embracing its own nationals in that denial.” 

Accordingly, the court finds that Puerto Rico has attempted to deny the right 
to use the marks of the Cuban Company which are protected by the Convention, 
under the circumstances specified in the legislation in question. “That Puerto 
Rico makes its rules applicable to its own citizens who may possess such foreign 
marks cannot avail to purge the discrimination of its hostility to the treaty. The 
same reasoning, if admitted to sustain this particular discrimination, would justify 
as against the treaty a local statute denying the right to use in Puerto Rico any 
foreign trade-mark in any circumstances.” 


IV 


What are the effects of this decision of the Supreme Court? Doubtless, its 
reasoning applies not only to the Inter-American Convention but also to the Inter- 
national Convention for the Protection of Industrial Property, which is of the same 
nature. 

Insofar as the question of the self-executing character of conventions relating 
to industrial property is concerned, the Bacardi case has finally settled the point. 
The opinion to the contrary of Attorney General Miller of 1889 which has governed 
the action of the United States Patent Office for nearly half a century is now to be 
deemed overruled. The decision of the Supreme Court in Cameron Septic Tank 
Co. v. City of Knoxville of 1931° is not necessarily overruled except insofar as its 
language is unnecessarily too broad. As discussed elsewhere,’ this case may well 
rest on the ground that an Act was passed by Congress to make the Additional 
Protocol of Brussels” effective and the principle is well established that a subsequent 
Act of Congress supersedes a prior treaty. The same comment applies to the deci- 


s 27 U.S. @. 

9. Ladas, The International Protection of Industrial Property, p. 160. 

10. This modified the International Convention for the Protection of Industrial Property 
in 1897 by adding a new Article 4 bis thereto. 
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INTERNATIONAL CONVENTIONS 9 


sion of the Circuit Court of Appeals, Fourth Circuit, in Robertson v. General 
Electric Co™ 


In any case any dicta in these two or any other cases that may import a theory 
denying the self-executing character of the International Convention for the Pro- 
tection of Industrial Property are in conflict with the Bacardi case and therefore are 
no longer a guide in this matter. This is particularly true of the Supreme Court 
decision in La Republique Francaise v. Saratoga Vichy Springs Co.” where Justice 
Brown made the unnecessarily broad statement that Article 8 of the International 
Convention “could never have been intended to put them (foreigners) on a more 
favorable footing than our own citizens.” Chief Justice Hughes has ably pointed 
out that a state cannot escape the obligations of a treaty and deny protection by the 
simple device of embracing its own nationals in that denial.” 

On the other hand, as regards the question whether the Conventions relating 
to industrial property may create substantive rights, the Bacardi case settles the 
question in the affirmative. The Supreme Court in this case considered repugnant 
to the treaty legislation prohibiting the use of a trade-mark within the purview of 
the Convention. The holding that the intent of the Convention is “to confer a sub- 
stantive right to the protection of the foreign mark . . . if the mark is entitled 
to registration under the treaty” indicates that : 


(1) registration of a foreign trade-mark in the United States Patent Office is valid, 
notwithstanding the absence of prior use of such mark in the United States; 

(2) such registration entitles the owner thereof to oppose an infringing trade-mark 
application or to cancel an infringing registration without having to show use of the mark 
in the United States; 

(3) such registration may form the basis of an action for infringement and of a suit 
for injunction against a person who begins using the same or a similar mark after the 
date of such registration and before the foreign registrant commences use in this country ; 

(4) such registration cannot be cancelled on the ground of non-user of the mark in 
this country, unless such non-user has continued for more than a reasonable time and unless 
the trade-mark owner cannot justify non-user in this country (Article 5 of the Inter- 
national Convention) ; 

(5) a trade-mark duly registered in a foreign country must be admitted to registration 
and legally protected in this country when its distinctive character may be shown by all 
circumstances of the case, particularly the duration of use in this country (Article 6 of 
the Convention). 


V 


The decision of the Supreme Court in the Bacardi case is not only in con- 
formity with well-established principles of constitutional interpretation.* It is also 
an enlightened conception of the nature of multi-partite conventions of the character 
of the General Inter-American Convention for Trade-Mark and Commercial Pro- 





11. (1929) 32 F. (2d) 495. See comments on this decision, Bulletin, 1935, pp. 8-10. 

12. (1903) 191 U. S. 427. 

13. See further comments on this dictum of Justice Brown in Bulletin, 1939, p. 314. 

14. Justice Holmes’ words in Missouri v. Holland (1920), 252 U. S. 416, should be recalled 
here: “Acts of Congress are the supreme law of the land only when made in pursuance of the 
Constitution, while treaties are declared to be so when made under the authority of the United 
States. It is open to question whether the authority of the United States means more than the 
formal acts prescribed to make the Convention. ... The Treaty in question does not contravene 
any prohibitory words to be found in the Constitution. The only question is whether it is for- 
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tection of 1929 and of the International Convention for the Protection of Industrial 
Property. These deal with private interests of an international character. They 
embody common action on the part of the contracting countries for the recognition 
and protection of world-wide economic relations and interests which call for common 
regulation and ordering. Lastly, the decision is an act of statesmanship on the part 
of our Supreme Court in that it will strengthen the hand of the Government of the 
United States in its efforts to seek the protection of rights of industrial property of 
American nationals, especially in Latin America where the domestic law has not 
yet kept pace with the stipulations of the Inter-American Convention. 





NEW PORTUGUESE INDUSTRIAL PROPERTY LAW 


The adoption of a new Industrial Property Law in Portugal followed a method 
which has much to recommend it. On June 21, 1938, there was promulgated legis- 
lative Act No. 1972* which, in its first article, authorized the government to prepare 
and promulgate a Code of Industrial Property in conformity with certain general 
principles which the Act lays down in ninety sections. For more than two years 
the government with the assistance of experts labored at the preparation of this 
code and this was promulgated in the Diario do Governo of September 25, 1940, and 
entered into effect on October 1, 1940. 

Both the Act of 1938 and the Code of 1940 cover the whole field of industrial 
property rights, 7.e., patents, utility models, industrial designs and models, trade- 
marks, industrial rewards, names and signs of establishments and appellations of 
origin. 

With regard to trade-marks, in particular, the following are to be noted: 

Trade-mark registrations in Portugal cover the Azores and Madeira, but not 
the colonies, where they may be extended by application under the formalities 
required in each colony.’ 

Association marks are now admitted to registration in conformity with the pro- 
visions of the International Convention.* Series of marks may be covered by one 
registration.* The representative or agent of a foreign trade-mark owner may 
register such foreign mark in his own name, when duly authorized by the owner.° 

Trade-marks may be registered in respect of particular products and no longer 
for a whole class of the official classification. Further, no more than five products 
in each class may be covered by one registration, so that the owner of a trade-mark 
applied to more than five products of the same class will have to file applications for 
additional registrations. A new classification of products is adopted which follows 
the one drawn up by the Committee of Experts of the Berne Bureau in 1935.° 


bidden by some invisible radiation from the general terms of the Tenth Amendment. We must 
consider what this country has become in deciding what that Amendment has reserved.” 
1. Diario do Governo No. 141, 1* ser. June 21, 1938. 


2. Art. 97 of the Code. 
3. Art. 76. 
4. “Art: 91. 
S| et Z7. 
6. Art. 90. 
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The code contains provisions embodying the stipulations of the Convention con- 
cerning the six-month right of priority of a prior applicant in a Convention country," 
the right to oppose or cancel the registration of a trade-mark which is the reproduc- 
tion, imitation or translation of a trade-mark well known in Portugal as belonging 
to a national of a Convention country,® and the permission for the trade-mark owner 
to introduce changes or modifications in his registered trade-mark, provided these 
do not affect its identity.° 

The registration’ of a trade-mark is granted for a term of ten years which 
is renewable by application filed within the last six months of the term. On the 
payment of a fine renewal may be obtained within two months after expiration. 
Restoration of an expired registration may be obtained within a term of one year 
provided failure to renew in time is duly justified.”” 

The registration is forfeited: when the mark has not been used for three con- 
secutive years, except in case of vis major; when it has been altered in actual use 
so as to lose its identity ; and when a new registration has been granted for the same 
mark to the same owner with new products added or for substituted products.” 

The ownership of a trade-mark may be transferred independently of the transfer 
of the business, provided this does not induce the public into error regarding the 
origin of the products or their essential characteristics. It is presumed that the 
public may be misled with regard to the origin of the product in the case of the 
assignment of a domestic mark to a foreign resident when such mark contains 
indications of Portuguese origin.” 

Foreign applicants are still required under the new law to produce a certified 
copy of the registration or application in their country of origin.* Applications 
are published after filing and a period of ninety days from the date of publication is 
allowed for opposition by a prejudiced party.* The new Code continues the 
unique provision that a prior user may oppose an application for an infringing 
mark and claim prior right to register, provided his use in Portugal is of no more 
than six months.” 
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Protesting what we considered an unwarranted assumption as to the status of 
certain famous trade-marks in the public mind, we some time ago addressed a letter 
to Southern Advertising, which reprints it in its issue of December, 1940, with 
appropriate editorial comment, as follows: 


In the October issue our Jerry Miah made reference to some popular products whose 
trade-names had in his opinion become, or were in the process of becoming, generic. Now, 


7. Ast, SZ. 
8. Arts. 95 and 122. 
9. Art. 83. 
10. Arts. 125, 126. 
11. Art. 124. 
12. Art. 118. 
13. Art. 87. 


14. Arts. 88-89. 
Art. 85. 
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Jerry had in mind no reference to the legal property of these names as trade-marks, but 
only meant that they were being taken over by people as part of the language. Never- 
theless, the paragraph caused some alarm among holders of trade-marks mentioned, and 
Southern Advertising and Publishing received letters from the United States Trade-Mark 
Association and from Goodyear Tire & Rubber Company. Mr. R. H. Waters, Goodyear’s 
patent counsel, pointed out that the company’s “Pliofilm” is a registered trade-mark and 
that the name belongs to Goodyear. Mr. L. E. Daniels, secretary of the United States 
Trade-Mark Association, wrote a friendly admonition as follows: 


November 18, 1940. 
Southern Advertising, 


Atlanta, Georgia. 
Att. Managing Editor. 
Dear Sir: 

There has just come to our notice the following clipping from the feature, “The Spinal 
Column,” in your tssue for October, 1940: 

“I’ve started a compilation of trade-marks that have become or may become generic 
terms or commonplace designations for particular types of goods. Will anyone volunteer 
to help me with my list? It now includes PALM BEACH SUITS, ZIPPER, KODAK, 
CRACKER JACK, NEON, YALE LOCK, BEAVER BOARD, ACME PLASTER, 
CELOTEX, CELLOPHANE, LASTEX, CELLULOID, FRIGIDAIRE, PLIOFILM, 
BVD, PET MILK, SHREDDED WHEAT, FORD, BAKELITE, CORONA, PYREX, 
SILEX, O’CEDAR MOP, KOTEX, KLEENEX, KLAXON, JELLO, THERMOS 
and TABASCO. I know there are others but I’m groggy at this late hour of writing, so 
shall depend upon contributors.” 

The statement that the trade-marks listed above have become, or are becoming generic, 
is, with possibly three exceptions, wholly erroneous. It is true that, because of the great 
popularity of these names, many of them are used by certain limited groups of purchasers 
as the names of the kind of goods, rather than the particular make. This, however, does 
not make them generic. So long as the courts uphold these names as valid trade-marks 
(and they have consistently done so, except in the cases noted) these names are not generic, 
but distinctive. Moreover, the standard dictionaries list them as technical trade-marks. 

May we also point out that any such classification of these famous marks as made by 
your columnist tends to impair their value to the respective owners who, by means of long 
and extensive advertising and other ways, are constantly striving to more closely identify 
them to the public as their own rightful property. 

In the interests of our members and of advertisers generally, we shall appreciate your 
publishing this letter in an early issue. 

Yours very truly, 
The United States Trade-Mark Association, 
L. E. Daniels, Secretary. 


In the trade-mark field, as in others, fame has its drawbacks, as the above clearly 
shows. 
For years, owners of leading trade-marks have utilized every lawful means to 
prevent the public from regarding their marks as generic or descriptive. 
effective of these means are the following : 


1. Prompt action against all infringers. 
2. Effective identification of mark with owner. 
3. Listing of trade-marks as such in the dictionaries. 


4. Discouragement of any suggestion in the press that such marks are in the public 
domain. 
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THE TRADE-MARK A VALUABLE ALLY IN THE DRUG INDUSTRY 


We are indebted to the Drug Trade News for the following evaluation of the 
trade-mark as used in the drug industry : 


No other business deals in so great a number of trade-mark articles as does the drug 
industry, and I make bold to say that the leaders of no other industry strive harder to 
supply the utmost in quality. Catering to the public health is the most important com- 
mercial activity in our land. Good faith and confidence are of prime importance, both 
on the part of the drug industry and the public which it serves. In no other industry does 
the trade-mark have greater significance in this direction. The trade-mark, therefore, 
has been an important medium through which our industry has assured the public of quality 
and enabled it to differentiate between medicines of superior and inferior claims of merit. 

And again, the trade-mark has not been limited to the drug industry in its benefits to 
the public. In the grocery field it has been the symbol of quality and a great protection 
to the public health. In the old days, well within the memory of my hearers, the housewife 
went into the grocery store and bought a pound of oatmeal scooped up from an uncovered 
barrel, dirt, worms and all. Now the smart housewife demands her oatmeal, along with 
other things, in a sealed carton—pure, clean and safeguarded with a trade-mark, the good 
name of a manufacturer. As the intelligence of the people increased in their buying habits, 
so did the demand for quality trade-marked merchandise become more insistent, thereby 
increasing the difficulty of the chiseler in switching his customers from the products he 
advertised to inferior products on which he made a greater profit. 

So it is fitting that we pharmacists, who observe National Brands or Trade Week, 
cooperate in every way possible with the press and radio stations in a program that assures 
the public greater value and better quality. The Nationally Advertised Brand, with its 
legally protected trade-mark, is the public’s one dependable yardstick with which it can 
safely measure the quality of the merchandise it buys.’ 





NOTES FROM FAR AND NEAR 


Argentina—Supreme Court Cites “Waterman” Case 


An Argentine manufacturer had used for many years on his perfumery and 
toilet soap the words “Le Sancy” as a trade-mark and expanded large sums in 
advertising the goods. He had registered his work in Class 16, but failed to oppose 
an application to register the same mark in Class 10, which includes razor blades. 
Receiving from his customers orders for “Le Sancy” razor blades, he brought suit 
to cancel the wrongful registration, and after unfavorable decisions by the lower 
court, obtained its cancellation by decision of the Supreme Court, on July 5, 1940. 
In its opinion the court cited with approval a decision of the United State District 
Court, Southern District of New York, in L. E. Waterman Company v. Gordon 
(24 T.-M. Rep. 347) in which the use of the name “Waterman” on razor blades 
was held to infringe its use on fountain pens.—Contributed by Dr. Martin Wasser- 
man, Buenos Aires. 


1. John A. Goode in a recent radio broadcast. 
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Cuba—The “Camel” Mark Protected 


The Cuban firm of Rabelo & Co. sought to register the word “Camel” for 
matches, whereupon the Reynolds Tobacco Company, American owners of this 
famous mark on cigarettes, filed opposition, citing its Cuban and United States 
registrations. 

While the respective goods fell in different classes, nevertheless the Cuban Trade- 
Marks Office held that, under Arts. 20 and 21 of the Washington Convention, 
to which both Cuba and the United States are parties, registration must be refused, 
since, if granted, it would tend to impair the world-wide repute of the American mark 
and cause purchasers to believe that “Camel” matches were manufactured in the 


United States.* (See discussion of decision of the United States Supreme Court 
in the Bacardi case, p. 1, ante.) 


Great Britain—Restrictions on Territorial Rights 


Application was made by B. for the registration of a trade-mark consisting 
of the words “Lion Brand” in respect of “Cured fish and white fish, being goods 
for sale within a radius of forty miles from the Town Hall, Manchester.” The 
application was opposed by G. on the ground that he had used a “Lion Brand” 
mark upon similar goods sent to areas which included the area defined in B.’s 
application. G. also applied for the registration of his mark, which consisted of 
a representation of a lion standing beside a shield bearing the words “The Lion 
Brand,” in respect of “Smoked fillets of fish,’ and this application was opposed 
by B. on the ground of his user of the “Lion Brand” mark. Both parties, by 
themselves or by their predecessors in business, had used their marks for upwards 
of thirty years. 

Held, that since both marks contained or consisted of the words “Lion Brand” 
confusion and deception of the purchasing public were inevitable if the marks were 
used by different traders in the same markets or in adjoining districts in respect 
of the same goods or the same description of goods without suitable conditions 
or limitations; the proper course was to refuse to register either party until the 
rights of the parties had been determined by the court or had been settled by agree- 
ment approved by the comptroller. Subsequently, the parties arrived at an agree- 
ment, as to the mode of use of their marks and otherwise, which was approved by 
the comptroller, and registration of the marks, each in an amended form, was effected.” 


Irish Free State—“Krispies” Unregistrable for Cereal 


By a decision rendered on October 4, 1940, registration was refused the word 
“Krispies” as a trade-mark for a cereal breakfast food advertised as being “crisp,” 


on the ground that it was “directly descriptive” of the goods and had not acquired 
a secondary meaning. 


1. Propr. Ind., July, 1940. 


2. In the matter of applications to register trade-marks by Edw. Bainbridge and W. Green 
& Co., Reports of Patents Designs and Trade-Mark Cases, Vol. IVII, No. 9, 1940. 
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In his opinion, the controller laid much stress on the fact that in a registration 
granted the same applicant in 1936, the latter had disclaimed exclusive right to the 
word “Krispies” as a trade-mark for similar goods.* 


Spain—Trade-Mark Rights to be Revalidated 


The grants of registration conferred on foreigners shall be liable to revision 
when applied for, prior to August 29, 1940, as long as their objects have also been 
registered in a foreign country or at the Berne International Bureau. In any case, 
new payments are necessary. 


United States—Use of Trade-Mark on Stationery 


A survey recently made by Southern Advertising, reveals some interesting 
facts regarding the use of trade-marks on business stationery. According to this 
survey a distribution of the symbols used on 31 envelope fronts shows the follow- 
ing: Trade-mark, 19; product illustration, 4; slogan, 4; trade character, 2; and 
brand name, 2. For the 14 envelope backs, there were these: Trade-mark, 4; 
product illustration, 3; slogan 3; brand name, 2; trade character, 1; and a jingle, 1. 
Color was used on only 23 envelopes. Furthermore, of the 31 companies men- 
tioned, only seven placed their trade-mark on their letterheads. 


Washington “Fair Trade’ Act Upheld 


In a decision handed down last month, the South Dakota Supreme Court upheld 
the constitutionality of the Fair Trade Act of that state in a case involving the sale 
of “Alka-Seltzer.” The decision stressed the fact that the product was “in free 
and open competition,” also that similar fair trade laws have been enacted in 
forty-four states. 


“Coca” and “Cola” Misleading on Food Products 


By a decision of the United States District Court, Northern District of Ohio, 
handed down on October 2, 1940, the use was enjoined of the name “Coca-Cola” 
or the words “Coca” or “Cola” separately on candies, confections or other food 
products.* 





ROUND TABLE DISCUSSES TRADE-MARKS 


From December 27 to December 29, 1940, the Annual Convention of the Associa- 
tion of American Law Schools was held in Chicago. The Round Table on Com- 
parative Law was of particular interest. While at previous meetings the value 
of comparative law as a special course in the law school curriculum had been dis- 
cussed, this time the more practical question was raised as to what foreign legal 
systems can contribute to the American law. The law of contracts, sales, torts, trade- 
marks, and unfair competition was selected for discussion. Papers were read by 
Malcolm P. Sharp of the University of Chicago, Philip W. Thayer of Harvard 
University, John P. Dawson of the University of Michigan and John Wolff of 


3. In the matter of an application of Kellogg Company of Great Britain, Limited. 
4. The Coca-Cola Company v. Max Glick. 
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Columbia University. Mr. Wolff called attention to recent trade-mark and unfair 
competition cases in which foreign doctrines have influenced American courts and 
suggested that lawyers might find it increasingly useful to cite foreign law in their 
briefs. Mr. Wolff's paper will be published shortly. 


BOOK NOTES 


DIGEST OF CANADIAN CASES RELATING TO PATENTS, TRADE-MARKS, PASSING OFF 
AND DesicGns. By Harold G. Fox, The Carswell Company, Limited, Toronto, 
1940, Volume II, 1933-1940. 

This volume contains a valuable digest, not only of all recent Canadian trade- 
mark cases, but likewise of unfair competition cases. The book is a useful supple- 
ment to the author’s recently published text book, “The Canadian Law of Trade- 
Marks.” 


ANNUAL REPORT OF THE FEDERAL TRADE COMMISSION (ending June, 1940). 

Attention of our readers is called to this report which has just been published 
and describes in the usual form the activities of the Federal Trade Commission 
during the period 1939-1940, 


TRADE-MARK REGISTRATION AND THE LANHAM BILL. By John F. Pearne and 
Francis W. Crotty. 

Under this title, a series of comprehensive articles is published in the George 
Washington Law Review. The first of this series of three articles appeared in the 
December, 1940, issue of the Review and dealt primarily with the subject of trade- 
mark validity and use. The second article of the series has just been published in 
the January, 1941, issue of the Review and deals with “Statutory Bars to Regis- 
tration.” The third article will appear in the February issue of the Review. 

One of the authors of the article is an Examiner in the United States Patent 
Office and both are members of the District of Columbia Bar. The article presents 
a very careful and thorough review and analysis of almost all trade-mark decisions 
of the Patent Office and the Court of Customs and Patent Appeals in recent years. 

We understand that all three articles will be reprinted in the Journal of the 
Patent Office Society, and arrangements will be made by this Association to obtain 


reprints of all three articles in convenient form after the last of the articles has been 
published. 






TRADE SLOGANS 


In accordance with long established custom, we publish below two slogans as evi- 
dence of claim to ownership through first adoption and use by the respective com- 
panies. 

Members are invited to send us any such slogans they may adopt for filing and 
publication. This service is free to members of the Association. 















Slogan Owner Claimed Date of First Use 


“The Breakfast Gang”......... The General Baking Company............... December 30, 1930 
VW CVel SMO ok sais osevace Crown Fastener Corporation ———__—— 





